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DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S. C. § 134
fromthe final rejection of clains 15-17 and 19-21. W

reverse.
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BACKGROUND

The invention at issue in this appeal relates to a system
read-only-nenory (ROM for a conputer. A conputer enploys
different types of nenory to store data and code. A system
ROMis a small, non-volatile nenory used to store pernmanent
data and code that are used regularly by the conputer. Anong
the code stored is primary boot code. Because prinmary boot
code is needed to initialize the conputer, it nust neither be
| ost nor changed. The remaining code in the systemROMis

subj ect to change as bugs or errors are di scover ed.

A boot block flash EPROMis often used as a system ROV
The boot bl ock flash EPROM i ncl udes two portions. A snall
portion is used to store primary boot code; a | arge portion,
remai ni ng boot code. Each portion has an erase-enabl e pin.
The pin of the small portion is disabled to prevent accidental

er asure. Boot bl ock flash EPROVE, however, have been scarce.

| nstead of a boot block EPROM the invention uses two
menories, viz., a one-time progranmble (OTP) ROM and a fl ash

EPROM as a system ROM The OTP ROMis used to store primary
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boot code; the flash EPROM renaining boot code. A selector
coupl es a m croprocessor to the enable inputs of the OIP ROM
and flash EPROM \When a cycle is executed to the primry boot
code, the OTP ROMis enabled and the flash EPROM i s di sabl ed.
When a cycle is executed to the remai ni ng boot code, the flash

ROM i s enabl ed and the OTP ROM i s di sabl ed.

Claim 15, which is representative for our purposes,

fol |l ows:
15. A conputer system conprising:
a bus;
a mcroprocessor for asserting cycles on
sai d bus;

a system ROM coupl ed to said bus for
storing boot code including primary boot code for
execution by said mcroprocessor upon power up of
the conmputer system other boot code and ot her
system code, said system ROM conpri si ng:

a flash EPROM coupled to said bus and
havi ng an enable input, said flash EPROM for storing
sai d other boot code and said other system code; and

a ROM coupl ed to said bus and havi ng
an enable input, said ROMfor storing said primary
boot code; and

a selector coupled to said m croprocessor,
said system ROM and said bus, said selector
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providing a first signal at an enabling value to
said enabl e input of said ROM and a second signal at
a disabling value to said enable input of said flash
EPROM when a cycle is executed to said prinmary boot
code and said selector providing a disabling val ue
on said first signal and an

enabl i ng val ue on said second signal when a cycle is
executed to said other boot code or said other
syst em code.

The reference relied on in rejecting the clains foll ows:

Stewart et al. 5,471,674 Nov. 28, 1995
(Stewart) (filed Feb. 16,
1994).

Clainms 15-17 and 19-21 stand rejected under 35 U S. C
8 102(e) as anticipated by Stewart. Rather than repeat the
argunents of the appellants or exam ner in toto, we refer the
reader to the briefs and answers for the respective details

t her eof .

OPI NI ON
In reaching our decision in this appeal, we considered
the subject matter on appeal and the rejection advanced by
the exam ner. Furthernore, we duly considered the argunents
and evidence of the appellants and exam ner. After

considering the totality of the record, we are persuaded that
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the examner erred in rejecting clainms 15-17 and 19-21.

Accordi ngly, we reverse.

We begin by recalling that “[a] prior art reference
anticipates a claimonly if the reference discloses, either
expressly or inherently, every limtation of the claim?”

Rowe v. Dror, 112 F.3d 473, 478, 42 USPQ2d 1550, 1553 (Fed.

Cir. 1997) (citing Verdegaal Bros., Inc. v. Union Gl Co., 814

F.2d 628, 631, 2 USPQd 1051, 1053 (Fed. G r. 1987).
“‘1Al bsence fromthe reference of any clainmed el enent negates
anticipation.”" 1d., 42 USPQd at 1553 (quoting Kloster

Speedsteel (AB v. Crucible, Inc., 793 F.2d 1565, 1571, 230

USPQ 81, 84 (Fed. Cir. 1986)). Wth this in mnd, we address

t he appel l ants’ argunent.

The appel lants argue, “There is no nention in Stewart of
the partitioning of critical ‘primry boot code’ into ‘a ROM
while nore maturing ‘other boot code and other system code’ is
stored in “a flash ROM’” (Appeal Br. at 12.) They add,
“Stewart does not sel ect between the notherboard system ROM

and boot card based on ‘when a cycle is executed to said
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primary boot code’ and ['] when a cycle is executed to said

ot her boot code or said systemcode.”" (lLd. at 10.) The
exam ner replies, “a reasonable interpretation of this part of
the claimnerely requires that a reference show two nenory
devices (e.g., a ROM and a FLASH EPROM as taught by Stewart)
that are enabled and disabled in a nmutually exclusive nmanner.”
(Exam ner’s Answer at 5.) He adds, “Stewart teaches such

sel ective enabl enent of two discrete nenory devices, a flash
EPROM and a ROMon a plug in card [col. 12:1-19].” (lLd.) W

agree with the appellants.

The exami ner errs in interpreting the clains. Each of
clainms 15-17 and 19-21 specifies in pertinent part the
following limtations:

a system ROM ... for storing boot code
i ncluding primary boot code for execution by said
m croprocessor upon power up of the conputer system
ot her boot code and ot her system code, said system
ROM conpri si ng:

a flash EPROM ... for storing said
ot her boot code and said other system code; and

a ROM... for storing said primry
boot code; and
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a selector ... providing a first signal at
an enabling value to said enable input of said ROM
and a second signal at a disabling value to said
enabl e i nput of said flash EPROM when a cycle is
executed to said primary boot code and said sel ector
providing a disabling value on said first signal and
an enabling val ue on said second signal when a cycle
is executed to said other boot code or said other
syst em code.

The examiner’s interpretation of the limtations as nerely
requiring “two nmenory devices ... that are enabled and

di sabled in a nutually exclusive manner,” (Exam ner’s Answer
at 5), disregards relationships set forth in the clainms. W
interpret the limtations as selecting between a ROM which

stores primry

boot code, and a flash EPROM which stores other code, based

on whet her access is sought to the primry boot code or the

ot her code.

The exam ner fails to show a teaching of the Iimtations
in Stewart. W agree that the reference teaches two nenory
devices, viz., a boot card nenory and a not herboard boot
menory. Col. 5, Il. 34-36. The exam ner has not shown,
however, that (1) the devices respectively store primry boot

code and other code or (2) the devices are selected based on
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whet her access is sought to one of the different codes. W

address these deficiencies seriatim

First, the exam ner has not shown that the boot card
menory and not herboard boot nenory of Stewart each stores
different code let alone primary boot code and ot her code,
respectively. To the contrary, the reference teaches, “the
boot nenory on tile [sic, the ?] boot card is used sinply to
store an updated copy of the sane software (POST, boot, and
system software) which is normally stored in the notherboard
boot nmenory.” 1d. at Il. 61-64. Because of this duplication
of code, the boot card nenory can be used to restore the
not her board boot nenory when the | atter become corrupt.

Col. 6, Il. 1-10. In summary, the boot card nenory and the
not her board boot nenory of Stewart each stores the sanme code
rather than the different primary boot code and ot her code as

cl ai ned.

Second, the exam ner has not shown that selection of the
boot card nmenory and the not herboard boot nenory of Stewart is

based on whet her access is sought to one of the different
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codes. To the contrary, the reference includes the follow ng
t eachi ng.

The speci al not herboard connector is wred so that
the operator, by setting connections on the field-

i nstal |l abl e boot card, can bypass the boot nmenory on
t he not herboard and force the conputer to boot from
the nmenory on the boot card. This permts a
technician, in the field, to tenporarily override
the internal nonvolatile menory which holds the
basi c system software.... Preferably, the

not her board boot nenory is a flash EPROM and can be
rewitten, by setting appropriate junpers on the
boot card, after the conputer has booted fromthe
boot card. Abs., IIl. 3-12.

Stewart adds the foll ow ng teaching.
Once the boot card is inserted into the special
connector, the conputer can be rebooted (e.g. by
turning its power off and on). Wth junper on the
boot card in its first position, the notherboard
boot nenory will be disabled (due to the signal on
I i ne ROVDI SABLE), and the boot nenory on the boot
card will respond to all attenpted accesses to the
not her board boot ROM Col. 5, Il. 54-60.

In summary, selection of the boot card nenory and the

not her board boot nenory of the reference is based on the

setting of junpers rather than on whether access is sought to

di fferent codes as cl ai ned.

For the foregoing reasons, we are not persuaded that

Stewart shows the “system ROM” “flash EPROM” “ROM " and
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“selector” as claimed. The absence of this show ng negates

anticipation. Therefore, we reverse the rejection of clains

15-17 and 19-21 under 35 U S.C. § 102(e).

CONCLUSI ON

To summarize, the examner’s rejection of clains 15-17

and 19-21 under 35 U. S.C. § 102(e) is reversed.

REVERSED
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